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REMARKS 

The Office Action mailed on June 09, 2003, has been reviewed and the comments of 
the Patent and Trademark Office have been considered. Prior to this paper, claims 1 -20 were 
pending in the present application. By this paper, Applicants do not cancel or add any claims. 
Therefore, claims 1 -20 remain pending in the present application. 

Applicants respectfully submit that the present application is in condition for 
allowance for the reasons that follow. 

Interview of September 02, 2003 

Examiner Wilkins is thanked for extending the courtesy of an interview to Applicants' 
representative on September 02, 2003, where agreement was reached that there appears to be 
no motivation to provide the increased surface properties of the secondary references to the 
transmission of Takemura, and that the austenite teachings of Takemura (discussed in greater 
detail below) teach away from the present claims, which recite a residual austenite content of 
not more than 10% by volume. 

Claim Rejections Under 35 U.S.C. §103(a) 

In the Office Action, ever single claim stands rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Takemura in view of Miyasaka and Kokubu. Applicants respectfully 
traverse the rejection as to the claims above, and submit that these claims are allowable for at 
least the following reasons. 

Applicants rely on MPEP § 2143, which states that: 

[t]o establish a prima facie case of obviousness, three basic criteria 
must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference 
or to combine reference teachings. 
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It is respectfully submitted that at least the first criteria of MPEP § 2143 has not been met in 
the Office Action. 

Lack of Suggestion or Motivation to Modify or Combine the References 

MPEP § 2143.01 states that "the prior art must suggest the desirability of the 
invention." (MPEP § 2143.01, subsection 1, emphasis added.) It is respectfully submitted 
that no rationale as to why one of ordinary skill in the art would have been motivated to 
modify any of the references has yet been proffered in the prosecution of the present 
application, and thus a prima facie case of obviousness has not been established. 

True, for each of the secondary references, the Office Action states a result of general 
implementation of the reference. 1 However, Applicants respectfully submit that a result is 
not the same as a reason why one of ordinary skill in the art would be motivated to combine 
the references, however desirable those results may be. 

In contrast to a result-oriented analysis, the MPEP specifically states that "the prior art 
must suggest the desirability of the claimed invention." It is respectfully submitted that the 
Office Action, in relying only on results, does not identify where the prior art suggests the 
desirability of a transmission according to the independent claims. 

Also, the Office Action appears to suggest that there is a need to make rolling 
elements in Takemura with "high compressive residual stresses and hardness." However, 
there is nothing in Takemura, Miyasaka, or Kokubu, that teaches or suggests such a need. 
Indeed, it is quite possible that one of ordinary skill in the art, without the teachings of the 
present specification, would have considered a rolling element having the surface qualities 
obtained by the shot peening of Miyasaka as being undesirable for use in continuously 
variable transmissions. Still further, the cited references do not indicate that one of ordinary 

1 For example, in regard to combining Miyasaka with Takemuira, the Office Action states that "it would 
have been obvious ... to have applied the shot peening method of Miyasaka to the carbonitrided steel of 
Takemura because the shot peening method of Miyasaka provides high compressive residual stresses and 
hardness. (Office Action, page 3, third full paragraph, emphasis added.) In regard to combining Kokubu with 
Takemura, the Office Action states that "it would have been obvious ... to have applied the grinding step of 
Kokubu to the CVT rolling surface of Takemura because the grinding step reduces flaking and increases fatigue 
fracture strength." (Office Action, page 3, fifth full paragraph, emphasis added.) 
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skill in the art would view the shot peening method of Miyasaka as acceptable for use on 
dynamic components. 

Applicants further respectfully submit that Takemura teaches away from the present 
invention. For example, the independent claims recite that the rolling element has a residual 
austenite content of not more than 10% by volume. In contrast, Takemura, the primary 
reference, specifically teaches that its rolling elements have a "retained austenite quality . . . 
in the range from 20 vol % to 45 vol %." This teaching is specifically recognized in the 
Office Action on the last line of page 2, and to remedy this deficiency of Takemura, the 
Office Action then goes on to rely on the teaching of a martensite surface structure (assumed 
arguendo to be a fully martensitic microstructure) in Miyasaka. Applicants respectfully 
submit that no explanation has been yet proffered as to why one of ordinary skill in the art 
would find it obvious to replace rolling elements containing \/S th to almost V-z austenite with 
rolling elements containing no austenite. Applicants respectfully submit that just the opposite 
is true: one of ordinary skill in the art would read Takemura and then be discouraged from 
replacing the rolling elements of Takemura containing austenite with a rolling element 
containing "a fully martensitic microstructure" with "no residual austentite." Thus, Takemura 
teaches away from the present invention, and, as a result, the present invention is not obvious 
for yet another reason. 

By deconstructing the arguments made in the Office Action to substantiate the present 
obviousness rejections, the inventive nature of the claims can also be seen. At the heart of the 
rejection, the Office Action utilizes the allegedly prior art continuously variable transmission 
of Takemura to teach claimed aspects of the rolling element according to the present 
invention prior to at least a) carbonitriding-quenching, b) shot peening and c) finish grinding. 
For example, claims 12 and 13 recite that the workpiece has a hardness of not less than Hv 
720 and not more than 760 Hv before the shot peening, respectively, while claims 14 and 15 
recite that the residual austenite content is not less than 20% by volume and not less than 30% 
by volume before the shot peening, respectively. The Office Action then asserts that it would 
have been obvious to modify what one of ordinary skill in the art would understand as a 
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perfectly acceptable transmission, by 1) taking a rolling element of Takemura and subjecting 
it to carbonitriding-quenching, 2) then subject that rolling element to shot peening to obtain 
the claimed residual stresses, and then 3) subject the shotpeened surface of the rolling element 
to finish grinding. That is, the Office Action purports that it would have been obvious to take 
an element of a transmission with no identified problems or deficiencies and subject it to at 
least three additional process steps, one of which (shot peening to obtain the claimed residual 
hardness) has not been established as applicable to dynamic components. Applicants submit 
that such activity shows just the opposite; that it would not have been obvious to modify the 
reference as proffered in the Office Action and that such modifications would have been 
inventive in nature. 



In summary, because of the lack of suggestion or motivation in the prior art to modify 
the references, the first requirement of MPEP § 2143 has not been met and, hence, a prima 
facie case of obviousness has not been established. Therefore, the claims of the present 
invention are allowable. Reconsideration is respectfully requested. 



Applicants believes that the present application is now in condition for allowance. 
Favorable reconsideration of the application as amended is respectfully requested. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.R. §§ 1.16-1.17, or credit any overpayment, 
to Deposit Account No. 19-0741. Should no proper payment be enclosed herewith, as by a 
check being in the wrong amount, unsigned, post-dated, otherwise improper or informal or 
even entirely missing, the Commissioner is authorized to charge the unpaid amount to 
Deposit Account No. 19-0741 . If any extensions of time are needed for timely acceptance of 



Conclusion 
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papers submitted herewith, Applicant hereby petitions for such extension under 37 C.F.R. 
§1.136 and authorizes payment of any such extensions fees to Deposit Account No. 19-0741. 

Examiner Wilkins is invited to contact the undersigned by telephone if it is felt that a 
telephone interview would advance the prosecution of the present application. 



Respectfully submitted, 



Date Syg^W^ O^& X By 

FOLEY & LARDNER 
Washington Harbour 
3000 K Street, N.W., Suite 500 
Washington, D.C. 20007-5143 
Telephone: (202) 295-4747 
Facsimile: (202) 672-5399 




Martin J. Cos 
Attorney for . 
Registration 
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